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PROBLEM
We got  a  patent  f rom our  c l ient
for  conduct ing inval id i ty  search
that  was re lated to  wireless
communicat ion .  The patent  was
about  a  specia l  device  which
permit ted several
communicat ion devices  to
communicate  with  each other
under  specia l  condit ions .

We star ted the search by
developing the deta i led
understat ing of  the patented
invent ion fol lowed by r igorous
analys is  of  prosecut ion history
of  patent  to  of  novel  aspect  of
patent ,  tak ing into  account  the
cl ient ’ s  perspect ive  and the type
of  pr ior  ar ts  expected .

SOLUTION

www.researchwire . in

Going through the prosecut ion
history ,  we analyzed the c i ted
references  g iven by  the examiner
and the analys is  showed that
examiner  had t r ied to  re ject  the
cla ims on the bas is  of
obviousness ,  us ing two patent
pr ior-ar ts .  But  the inventor  had
argued against  the obviousness
on the ground that  the specia l
device  a l lowed communicat ion
between di f ferent  devices  only
under  specia l  condit ions .

So i t  was  c lear  that  we had to
focus  on a  narrow aspect  to
uncover  ant ic ipatory  pr ior  ar ts .
We began with  the convent ional
search methods l ike  key-words
based search ,  in  which we f i rs t
ident i f ied the important  keywords
in  both patent  and non-patent
l i terature  in  wire less
communicat ion and based on that
performed the c lass-based search .
We also ident i f ied eminent
inventors ,  authors  and ass ignees
in  f ie ld  of  wire less
communicat ion that  were
researching at  re levant  per iod of
t ime.  At  our  prel iminary  s tage ,  we
dist inguished two types  of  resul t
sets .

F i rs t  type of  resul ts  sets  d isc losed
the specia l  device ,   permit t ing the
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communicat ion devices  to
communicate  with  each other .
Second type d isc losed
communicat ion devices
communicat ing with  each
other  under  specia l  condit ions
but  without  having need for
permiss ion f rom the specia l
device .  Af ter  prel iminary
search ,  i t  was  c lear  that  i t  was
not  going to  be an easy  task
to uncover  the ant ic ipatory
pr ior  ar ts ,  but  as  sa id  “A
chal lenge only  becomes an
obstacle  when you bow to  i t ”
and at  ResearchWire ,  bow
word is  not  in  our  d ict ionary .  

IMPACT
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So i t  was  t ime to  move on to
our  unconvent ional  search
strategies .  Al l  team members
working on th is  pro ject ,
gathered to  put  thei r  heads
together  to  produce ideas  as  to
where the resul ts  might  be
found.  One of  the team
members  came up with  the
idea that  instead of  searching
in part icular ly  the same
technology domain ,  we should
try  to  over look other  technical  

aspects  /  domains  in  which
cla imed invent ion may be used
as  an appl icat ion or  part  of
appl icat ion .  That  was a  good
point  to  lead us .  We star ted
col lect ing a l l  the data  re lated
to potent ia l  technology
domains  in  which the invent ion
might  have been used .  Af ter
going through a  deep dive in
the technological  ocean,  we
came to  know that  the re levant
per iod was the star t ing per iod
of  the Internet  of  th ings ,  so  i t
might  be a  s t rong poss ib i l i ty
that  a  specia l  device  l ike  RFID
tag might  have been used to
al low the th ings  to
communicate  with  each other .
That  was good enough for  us
to  s tar t  moving .  So we
explored al l  the avai lable
opt ions  and covered al l
potent ia l  keywords  that  were
relevant  towards  the Internet
of  th ings  ( IoT) .  Because i t  was
the star t ing per iod of  IoT so
there  was nothing but  a  hand
ful l  of  patent  appl icat ions
avai lable  pr ior  to  the pr ior i ty
date  of  subject  patent  which
were not  re lated to  the subject
invent ion .

Our team has  an exper ience of
20+ years  in  patent
prosecut ion and c la im draf t ing .
Our  sof tware team helps  to
br ing accuracy  and ef f ic iency
in  patent  prosecut ion work .

Process  automat ion helps  in
reducing repet i t ive  tasks .  Our
team is  t ra ined by  exper ienced
US attorneys  and QC process  i s
superv ised by  US prosecut ion
attorneys .
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